
Welcome
to the February edition 
of Retail Line
As we go to press the Groceries Code 
Adjudicator has announced her first 
investigation into a possible breach of the 
Groceries Supply Code of Practice. This is a 
significant step that will be watched closely 
by everyone involved in the groceries supply 
chain and we will report on developments in 
future editions of Retail Line.

In this edition of Retail Line our experts look 
at some of the employment issues that retail 
employers will be considering; we also advise 
on the options available to businesses if they 
have suffered damage as a result of retail 
crime, and how they can review their risk 
assessments to avoid becoming victims.
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The Groceries Code Adjudicator has launched her 
first formal investigation into a possible breach of the 
Groceries Supply Code of Practice by Tesco.

The Groceries Code 
Adjudicator: an effective watchdog? 

Back in summer 2013 we reported the 
appointment of Christine Tacon as the first 
Groceries Code Adjudicator (“GCA”). At the time 
the new post was welcomed as an independent 
arbitrator to investigate disputes between large 
retailers (with turnover in excess of £1billion) and 
their suppliers, the GCA’s role was to ensure 
compliance with the Groceries Supply Code 
of Practice (“the Code”). Would this mean an 
end to reports of bullying tactics by retailers 
and introduce more of a level playing field for 
suppliers? Eighteen months into the new regime, 
and at the start of the investigation, this is an 
appropriate moment to take stock of what the 
GCA has achieved so far.

On the positive side, a framework is now in place; 
statutory guidance has been published explaining 
how the GCA will use its investigative and 
enforcement powers and deal with appeals, case 
studies clarifying the Code have been posted 
on the CGA website, together with guidance as 
to how the practice of de listing suppliers may 
be implemented fairly. In January 2015 it was 
announced that with effect from April, depending 
on the seriousness of the breach of the Code, 
the Adjudicator will be able to impose penalties 
of up to 1% of the supermarket’s annual UK 
turnover.  The GCA has confirmed, however, that 
she will not be imposing these fines on Tesco, 
since any breaches revealed by the current 

investigation will have taken place before she 
was given power to do so.

Much work has clearly been done to encourage 
voluntary compliance with the Code. For 
example, the GCA has apparently obtained 
voluntary agreement from certain retailers to 
limit to two years the practice of re opening 
suppliers’ accounts from previous years to 
check for overpayments (so called “forensic 
investigations”). 

Continued on page 2
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The Groceries Code Adjudicator continued

In addition, the GCA has shown herself willing to engage the retail giants by 
calling for an internal review of Tesco’s Code compliance after the recent 
enquiry was announced into that company’s overstated profits. The GCA 
has encouraged individual suppliers and their trade bodies to be less 
reluctant to report breaches of the Code to enable her to take action on 
their behalf.

Has the GCA been effective? 

On balance, there seem to be more brickbats than bouquets for the 
performance to date. Critics of the GCA’s collaborative approach, point 
to the fact there have been no prosecutions under the new regime. At the 
Oxford Farming Conference, various groups speaking on behalf of suppliers 

suggested the Code should be revised and extended to catch businesses 
further up the supply chain. In addition there were calls for the GCA to get 
tougher on retailers and for the role to be beefed up with a wider range of 
penalties in place to respond to breaches of the Code. 

A review of the Code is due in March, so the Tesco investigation will be a 
significant step for both the GCA and the supermarket supply chain.  

For further information, please contact: 
Simon Thomas
Partner
0845 209 1359 
simon.thomas@clarkewillmott.com

Earlier this month, the Investors in People annual Jobs Exodus Survey reported a 
10% increase in the number of people who say they are considering moving jobs.

While it is important that your employees’ contracts protect your business 
during their employment, it is vital to include protection for when they leave. 

When a senior employee moves on to an alternative opportunity, they 
will often go to work for a competitor, so you should ensure that your 
employment contracts sufficiently protect the business’s confidential 
information and, where necessary, reasonably restrict the employee’s post-
termination activities.  

The terms of an employment contract may be suitable for an employee 
when they initially enter the business, but following internal promotions and 
the evolution of the employee’s role, when they leave they may have greater 
access to sensitive information about the company or its working practices. 
It is therefore critical that a review of their contract is undertaken (at least 
annually) to ensure that it reflects the way that they work, and adequately 
protects your business. 

What steps can you take?

You should check all employment contracts for staff who have a high 
degree of customer or supplier contact, or a high degree of influence over 
their internal team:

•  Do they have restrictive covenants preventing them from seeking to 
poach customer contracts or other members of the team after they 
leave?  

•  Does their employment contract protect against the misuse of 
confidential information, preventing them from using this for the benefit 
of a competitor? 

All new starters’ contracts should expressly and comprehensively protect 
against such concerns.  Internal promotions are also important points to 
review the employee’s restrictive covenants and, given their increased 
seniority and responsibility, review (and if reasonable) increase the scope of 
their restrictions.

Be aware - All post termination restrictions must protect a legitimate 
business interest and be reasonable in their scope in order to be 
enforceable.

Subject to the restrictions being reasonable in scope, it can be completely 
legitimate to prevent an employee for defined periods after they leave:

•  dealing with restricted customers or suppliers (and, potentially, 
targets); 

•  soliciting restricted customers or interfering with suppliers;

•  poaching other staff and enticing them to leave;

•  holding themselves out as connected with the business after 
employment ends; and/or

•  where confidential information is difficult to police and protect, even 
preventing them from working in competition for a defined period 
against the company in the same or similar role.

If any of your employees act in breach of their post termination restrictions, 
we can assist in taking urgent responsive action to secure an injunction and 
damages.

In some circumstances, for example where employees join the business 
under a TUPE transfer, their contracts may not include the same terms or 
restrictive covenants as other employees. It will not be safe to presume 
that the contract can be relied upon to cover the same restrictions, 
but employers should take appropriate legal advice before varying or 
harmonising such contracts.  

For further information about restrictive covenants or any other employment 
issue, please contact:

Sharon Latham
Partner
0845 209 1332 
sharon.latham@clarkewillmott.com

Employment contracts: 
Post-termination restrictive covenants and protecting your business’s 
confidential information
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You will recall the Swine Flu pandemic, followed closely by Avian Flu and now the 
terrible cases of Ebola emerging across the globe, which keep getting closer to 
home...

If you have employees who travel as a part of their duties or are in contact 
with those who do, you have a duty of care to consider. This includes taking 
steps to minimise the risk to employees from contracting an infectious 
disease, whether from colleagues, clients, visitors or customers. Do you 
have a business contingency plan? Are your employees aware of basic 
preventative steps and hygiene practices at work? How have you dealt with 
their travel worries? And what should an employee do if they fear they have 
contracted an infectious disease?

Your starting point is having an Infectious Disease Policy in place. If you 
don’t have one, let us know and we will be happy to talk through the issues 
you need to consider. We are limiting the cost of an Infectious Disease 
Policy to £100 plus VAT.

For information about any regulatory issues, please contact: 
Paula Squire
Senior Associate
0845 209 1200 
paula.squire@clarkewillmott.com

Infectious Disease Policy

Violent robbery of retail premises is thankfully very rare and the punishment for the 
perpetrator is severe so as to provide a deterrent to those who might be inclined 
to commit such crimes.  However, businesses might be surprised to know that 
following a recent spate of robberies of newsagents in the Liverpool area it was the 
victim, not the culprit, who ended up in Court.  

National convenience store chain, Martin McColl Ltd, found itself at the 
wrong end of a prosecution following six violent robberies at four of its 
branches in the Wirral between April 2011 and January 2012.

The prosecution, brought by Wirral Borough Council, accused McColl of 
failing to ensure the safety of its employees citing that the absence of any 
proper risk assessment or training in respect of the threat of workplace 
violence placed its employees at greater risk.

Typically the robberies took place when staff were working alone and often 
during the shop opening or closing procedure.  The target of the robberies 
was the cash held on the premises.  On one occasion a heroic attempt to 
stop the offender resulted in serious violence against the employee causing 
significant lasting injury. 

McColl was fined £150,000, a sum that would have been considerably 
higher had McColl not pleaded guilty at the earliest opportunity.

Observers might feel that the prosecution and punishment was extremely 
harsh bearing in mind that McColl was the victim of these robberies.  
However, McColl had previously been prosecuted in 2010 for a similar 
offence after a robbery had taken place during which a member of staff 
received serious head injuries.  McColl assured the Court that it would 
improve its risk assessment procedures and ensure that two staff were 
always present during the opening and closing of premises.  

It would seem that these assurances came to nothing and would have 
served only to aggravate the seriousness of the more recent matter.  

It is often a view that little can be done to prevent violent and criminal 
attacks upon premises and such an observation is largely true. If, however, 
an employer fails to take steps to control such risks it will find itself liable to 
prosecution.  The staff at McColls were vulnerable because it was policy 
to tolerate lone working, especially at the early opening and late closing 
of shop premises.  The availability of cash on the premises during these 
vulnerable periods made them a prime target for opportunist offenders.  
Ensuring that two staff were present during these vulnerable periods and 
that cash was not allowed to build up during the day would have made the 
premises less attractive to lone offenders and would have gone some way 
to controlling the risks presented to staff.

Businesses that present an attractive target to robbers are advised to 
review their risk assessments in order to do all that they can to prevent 
them from becoming both defendants and victims in the Criminal Justice 
System.

For information about any regulatory issues, please contact: 
Martin Winter
Associate
0845 209 1835 
martin.winter@clarkewillmott.com

Retail Robbery: 
taking steps to prevent crime
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Background

The Intellectual Property Act 2014 (the “Act”) has introduced changes to 
design and patent law in the UK intended to implement recommendations 
arising out of the Hargreaves Review of Intellectual Property in 2011. 
The intention behind the new legislation is to support innovation, to help 
business, particularly SMEs, understand, exploit and protect IP rights 
and to reduce costly litigation. To this end, the changes are meant to be 
of practical use, and should make it easier to identify and enforce design 
rights.

D day – 1 October 2014

This new legislation came into effect on 1 October 2014. Other changes 
included in the Act, such as the creation of an impartial, non-binding 
opinion service and extending the Hague international design registration 
system, are not expected to come into force until later this year.

Key changes:-

•  Design ownership

  Previously, any commissioned UK registered or unregistered designs 
were owned by the commissioner and not the designer. Since 1 
October 2014 this has been reversed and the rights to all designs 
created on or after this date belong to the designer, not 
the person who commissions the design, unless there is a 
contract in place which transfers ownership from designer to 
commissioner. This brings the law into line with the position with 
regard to Community registered and unregistered designs. 

  Action point – ensure that a commission agreement is in place 
expressly to transfer ownership from any self-employed/independent 
designer to the commissioning business.

•  New criminal offence – intentional copying

  The Act introduces a criminal offence for the intentional copying 
of a UK or a Community registered design in the course of a 
business. The offence, which carries the penalty of a fine and/or 
prison sentence of up to 10 years, will be committed by intentionally 
copying a registered design without the consent of the registered 
owner of that design. An individual will be guilty of this offence if the 
copy made differs only in immaterial details from the original and 
the copier knows, or has reason to think, the design is registered.  
A separate offence will be committed by anyone similarly dealing 
with such a copied product. Although it will be a defence to know, 
or reasonably believe, that the design registration is invalid or is not 
infringed, the implications of this, both for business and designers, are 
significant.

  Action point – the criminal penalty is likely to act as a deterrent. For 
all businesses, if there is any suggestion that a new product may 
infringe a registered design, a “head in the sand attitude” may prove 
disastrous; in these circumstances, seek professional advice and 
always keep detailed records of the advice.

  For designers, this new offence is an additional tool to ensure their 
work is not copied, but only of course, if the design is registered.

  The owners of a registered design should mark their products, 
packaging and promotional materials with details of the Registered 
Design (i.e. registry name and design number). This will make it more 
likely that a third party will be held to know the design is registered.

•  Prior use of a design – limited protection

  The Act provides limited protection for any business which starts, 

in good faith, to use a design but subsequently finds it has been 
registered by someone else. In these circumstances the business may 
continue to use the design, but only for the original purpose.

  Action point – for any business using a design in good faith, this 
offers limited protection, but again, professional advice should be 
obtained to avoid overstepping the fairly narrow permissions.

•  Technical changes

  In relation to UK unregistered design right, the Act makes a number of 
technical changes:-

• unregistered design right will be available to protect the design 
of the shape and configuration of an article, as opposed to 
extending to any aspect of its design. As a result “cropping” a 
design to tiny parts of the whole, to support an infringement case 
will no longer be possible.

• the test for originality is clarified and what is commonplace in a 
specific area will no longer be protected.

  Action point – this represents a substantial change in design law 
and a significant weakening of the protection afforded by unregistered 
design right.  This makes it all the more important for businesses to 
register designs of the whole and parts of a product where they are 
able to do so.

•  Private use – unregistered design

  Mirroring the position for registered designs, the Act introduces a 
defence for anyone accused of infringing an unregistered design for 
private (non-commercial) acts, experimental purposes and teaching or 
making citations.

•  Structural reform – 2015

  As part of on going structural reforms, the Act contains provisions 
to offer a non-binding impartial opinion service and to enable design 
owners to apply for registered design rights in the UK and elsewhere 
using the international registration system. However, such measures 
are not likely to be implemented until later in 2015.

•  Patents

  In addition to legislation on design rights, the Act provides specific 
technical changes in connection with patents. In particular, the new 
legislation brings supplementary protection certificates for medicinal 
products within the remit of the Patent Opinion Service so that 
opinions may be requested in connection with rights under these.

  The Act also introduces the concept of “virtual product marking” as 
an alternative method for patent owners to give notice of their rights. 
In place of the specific number, a patent owner may mark the product 
with an internet link which directs the user to a website which sets out 
the specific patent number(s) for the relevant product.  This will be of 
practical use to a patent holder since it is easier to update information 
on a web page rather than having to amend packaging. Also, by 
making information accessible, it will be helpful to third parties.

  Action point – this provides a practical administrative advantage for 
businesses which can now use a web link to direct third parties to a 
website with information which can be updated from time to time.

For further information, please contact: 
Roy Crozier
Partner
0845 209 1900 
roy.crozier@clarkewillmott.com

Intellectual Property: 
Important changes in UK Design and Patent law
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Retail Crime: 
Private Prosecutions
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As the cuts to budgets become increasingly severe police forces are being forced 
to prioritise which matters are to be pursued and are frequently taking a public-
interest test when determining how to allocate resources. 
One of the factors that determine whether a victim is likely to receive police 
assistance is the victim’s ability to obtain justice through other means. 
Police are very quick to say “it’s a civil matter” where possible and push 
victims towards the civil courts. This is often the case where the victim is a 
business or other organisation as opposed to a more vulnerable individual. 

However, the civil jurisdiction is often unattractive to such a complainant. 
The offender may not have sufficient assets to be worth pursuing for 
compensation, leaving the victim feeling as though the perpetrator has got 
away with it. In these circumstances a private prosecution might provide 
an efficient means by which a victim can obtain justice and ensure that the 
perpetrator is suitably punished. For businesses who have been the victim 
of crime private prosecutions can be an attractive alternative method of 
obtaining justice. 

Costs 

The cost of bringing a criminal prosecution is likely to be less than bringing 
a civil action. Primarily, this is because a criminal prosecution is likely to be 
dealt with more expeditiously by the criminal courts. If successful, a private 
prosecutor can obtain their costs from the convicted offender but also 
has the protection under the Prosecution of Offences Act 1985 to have 
their costs paid from Central Funds if the offender does not have sufficient 

means. Unlike the civil jurisdiction, it is possible to 
have your costs paid even if you lose (as long as 

the prosecution was brought reasonably). If you 
are able to succeed at a criminal trial you can 

apply to the Court to have the convicted 
offender compensate the victim for any 

financial loss caused. 

Control 

Unlike prosecutions brought by the state, a private prosecutor is able to 
control the timing of the proceedings. For offences where proceedings are 
being brought against employees it is also possible to avoid the necessity 
for “dawn raids” and arrests against your employees and deal with matters 
in a far more discreet and controlled way. Media releases can be tailored 
to ensure that corporate reputation is preserved whilst also sending out a 
strong message that criminal activity will not be tolerated. 

One of the main areas where private prosecutions are on the increase is in 
relation to fraud. The Centre for Counter Fraud Studies estimates that only 
0.4% of reported fraud cases result in any form of criminal sanction. 

There appears to be a sizeable gap in fraud enforcement within the UK. 
The most serious cases with an international dimension are pursued by 
the Serious Fraud Office (the LIBOR scandal, for example); while low-
level benefit fraud is pursued voraciously by the Department for Work 
and Pensions. Medium level fraud perpetrated against individuals and 
businesses is almost entirely without effective criminal enforcement. Very 
often the police simply do not have the resources and expertise to bring 
these matters to Court. For this reason specialist private prosecutors 
have evolved over the years to take on criminal prosecutions within their 
respective sector. The Federation Against Copyright Theft (FACT) and the 
RSPCA are notable private prosecutors who have enjoyed a considerable 
degree of success in their niche areas of expertise. 

Businesses and individuals who find themselves the victims of crime should 
seriously contemplate whether their reputation and commercial interests 
can be better protected by initiating their own prosecutions and might 
prefer the advantageous costs regime as against civil proceedings. 

At Clarke Willmott we have the resources to advise in relation to either 
criminal or civil jurisdiction and to give an impartial and balanced appraisal 
as to the likely costs and benefits in pursuing either option. 

For further information, please contact: 
Martin Winter
Associate
0845 209 1835 
martin.winter@clarkewillmott.com
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Deal Alert: 
Clarke Willmott LLP advises in £220 million re-financing deal

Clarke Willmott has advised on the recent re-financing deal for the Extra MSA 
Group, which owns 18 Motorway Service Areas (MSAs) through the country, each 
providing around 300 jobs across a mix of retail and leisure operators and together 
attracting a combined total of around 800,000 vehicles a week.
The £220m private Bond issue supports one of its portfolios containing nine 
MSAs  including the M40 Beaconsfield and the M25 Cobham, two of the 
newest and busiest in the UK.

Extra is majority owned by Evergreen, an investment partnership managed 
by London-based M3 Capital Partners.  It has introduced a number of 
popular new brands to the UK motorway network, including Nando’s, 
Patisserie Valerie and JD Wetherspoon, as well as kiosk-style tenants such 
as Carvery Express and Chopstix, reflecting the government’s objective to 
introduce more choice and competition on to the motorway network.

The proceeds from the newly secured Bond have been used to refinance 
existing bank funding, return funds to the equity holders and support further 
growth of the business.

Partner Andrew Beedham, who led the Clarke Willmott team, said: “We 
have acted for Extra MSA Group since it began in 2010 and this is the latest 
in a number of successful transactions for them. This was a complex and 
innovative deal involving a private placing of corporate bonds and builds 
on our experience in handling multi party complex financing transactions.  
Our team comprised lawyers from across our offices with specialist support 
from Carey Olsen, Jersey and Clifford Chance, London and we were 
pleased to be able to complete the project successfully in a demanding 
timetable”.

Andrew Long, CEO of Extra said “We are pleased to have worked closely 
with Clarke Willmott, to conclude this important transaction on favourable 
commercial terms. This is a ten year Bond Issue, with a fixed low coupon 
rate of less than 3.7% and no amortisation. The overall terms endorse 
the quality of Extra’s MSA assets and long term resilience of its business 
model”.

For further information, please contact: 
Andrew Beedham
Partner
0845 209 1040 
andrew.beedham@clarkewillmott.com
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